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Famous Puiayers-Lasky Corporation v. ArtcLass Pictures 


CoRPORATION, ET AL. 


Supreme Court, New York County 


October 17, 1924 


Unratrr Competition—Pnrotro Pray Tirtes—Deceprive Apvertistnc—Use 
or Simirak Worps anv ILiustrrations—ReEsponsipitiry or De- 
FENDANTS FoR Acts or Booxinc Company AnD Exurstror. 
Where defendant, Artclass Corporation, furnished to the booking 

company, fellow-defendant, and to an exhibitor, called as witness by 
plaintiff, certain advertising and display matter containing deceptive 
cuts and wording copied from the latter’s film title and advertise- 
ments, there was a relationship such as is found in the case of a 
contributory infringer of a patent; and the relationship of agency was 
not vital to the liability. 

Same—Same—Same—Conrtrisutory Inrrincer Liaste. 

Infringement being a tort and in torts all participants being 
principals, action lies not only against him who has diverted another’s 
business, but also against him who contributes to such diversion. 

SameE—SameE—SaAame—TeEst or Descripriviry. 

To be descriptive a mark must identify the goods by their 
class, grade, style or quality; and the word relates to naught except 
physical criteria, qualities or attributes, of indentification. 

Same—Same—Same—“Tue Ten Commanpments” as Puotro Pray Tite 
not Descriptive. 

The words “The Ten Commandments” as the name of a photo 
play written to exemplify the application of the Decalogue to pres- 
ent-day social and domestic relations, may contain the element of 
suggestion, but is fanciful rather than descriptive. 

SameE—Same—Same—Pray Trrte—Derense—Doctrine or Caveat Emptor 
Not APPLICABLE. 

The doctrine of caveat emptor has little, if any, application under 
the circumstances of a book or play whose title is the sole indicium 
of the article, as the casual movie spectator chooses his photo play 
chiefly by the title. 

Same—Same—SameE—“PatminG Orr”’—Intent as Evrement—How InNrer- 
ABLE, 

If the court is satisfied that there has been an intent to “palm 
off” the defendant is liable, and such intent may be inferred from 
the facts, no actual proof thereof being necessary. 

Same—Same—Same—Ricnt to Prorecrion DistrncuisnHep rrom ABSOLUTE 
Rieut to Name—Uwnrair Use ENJorN ase. 

In an action for unfair competition it is not necessary that the 
plaintiff should have an exclusive right to the distinguishing marks; 
and the defendant may be enjoined, although entitled to use the 
mark in question, provided he uses it in such a way as to injure 
the complainant. 

Same—Same—Same—“Patminea Orr” Firm Propuction as PLatntTirr’s 
—INJUNCTION. 
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Where plaintiff was first to produce and popularize, at grea 
expense, a film drama under the title “The Ten Commandments,’ 
which name became distinctly known to the trade as the appeliatio: 
of its picture, the acts of the defendants, producers and exhibitors 
of a film based on the Old Testament, and originally featured as 
“After Six Days,” in subsequently adding thereto the sub-title “Mose 
and the Ten Commandments,” in using in their advertising cuts, 
illustrations and descriptions calculated to deceive the public into 
believing their play to be that of plaintiff, and progressively strength 
ening such deceptive impression untii actual substitution of titles 
was attained, were guilty of unfair competition against the plaintifi 
and were enjoined from further acts of the kind. 



















In equity. Action for unfair competition. Injunction 
granted. 















Rosert L. Luce, Referee. 


Nathan Burkan and E. John Ludvigh, both of New York 
City, for plaintiff. 

Schreiber, Collins & Buchter, of New York City, for Artclass 

Pictures Corp. 


Harry G. Kosch, of New York City, for Louis and Adolph 
Weiss. 





This action is brought for alleged infringement of the common 
law rights claimed by Famous Players-Lasky Corporation in th 
title to a motion picture and to restrain such infringement and to 
enjoin such acts as defendants Artclass Pictures Corporation and 
its officers, here joined as individual defendants, have committed 
in advertising a motion picture promoted by them in conjunction 
with others who are here also joined as defendants but not served 
and not appearing, which acts are charged to be in unfair competi 


tion with plaintiff's business. Plaintiff prays for an injunction re 









straining defendants from using the words “The Ten Command 
ments,” either as the title or as a part of the title of a motio1 
picture, and from using “those words or a cut or illustration of 


the figure of the Bibical character Moses, bearing the Grave 





Nore:—Under the New York State practice, the Court may submit 
the facts and pleadings in a case to a Referee to hear and determine, 
and the Referee’s report when rendered is in certain cases like the pres 
ent, equivalent to a judicial decision, and like the latter, appealable only 
to a higher court.—Eb. 
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lablets” in connection with a motion picture, in such manner as is 
alculated to confuse such use with plaintiff’s photoplay, and for 
in accounting of profits. Defendants rested their case with plain- 
ff's proofs and moved to dismiss. 


The action is not based upon any statutory protection acquired 


ther by Federal or State registration and does not present any 


juestion of technical copyright or trade-mark right as such. Its 
yravamen is unfair and dishonest competition in business. 

The proof shows that plaintiff adopted as a title for a photo- 
lay the name: “The Ten Commandments.” The first announce- 
ment of its choice of this title was published on November 12, 
1922. On October 23, 1923, plaintiff exhibited this play with 
this title. On November 10, 1923, defendant first published the 
innouncement of its play, theretofore long shown with the title: 
After Six Days,” with the added title: “Moses and the Ten 
Commandments.” 

Between plaintiff's announcement of November 12, 1922, and 
lefendant’s adoption of the twin title for its play, plaintiff had 
expended in advertising its production, under the title selected by 

extraordinary sums and had obtained publicity in commensu- 
‘ate degree. This publicity was achieved and sustained by all the 
esources at the command of experienced promoters of photoplays, 
nd by the expenditure for the production of nearly $1,500,000. 
(he evidence shows that the celebrity attained was national. No 
loubt the public interest aroused among patrons of motion pictures 
ecame an asset of great potential worth, and could be capitalized 
ceordingly as an investment in good-will, a most valuable property 
n the business of selling this photoplay to the public. 

Plaintiff's play concerned a fictional story by Jeanie Me- 
Pherson. A prologue portrayed the children of Israel and their 
xodus as far as Mt. Sinai. The title selected for the play was 
rbitrary and fanciful as to the main story. 

The defendants had the rights of production of an Italian, 
erial photoplay whose title was “The Story of the Bible.” This 
vas a picturization of episodes narrated in the Old Testament, 


reated historically. There were comprised therein about thirty 
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episodes. The 25th of these was a reel entitled “Commandments, 
according to the advance notice marked Defendants’ Exhibit W, 
published December 3, 1921. These reels were by it stated to be 
educational and not intended for theatrical purposes and to be 
distributed through non-theatrical agencies. 

As adapted by defendants from the Italian production, for 
their American exhibition, the title “The Story of the Bible’ was 
replaced by a new title, namely: “After Six Days.” Announce 
ment of this title was published March 18, 1922, as: ‘After Six 
Days—A Magnificent Visualization of the Old Testament.” (Ex- 
hibit 39.) 

The change was formally authorized by the supplemental or 
substitute contract made by defendants with the owner of the 
American rights to the film, dated May 18, 1922. (Exhibit 36.) 

Paragraph 21 of that contract gave permission to change the 
title to “After Six Days,” describing the film as “the version of 
the motion picture entitled “The Bible’.... as retitled for Artclass 
Pictures Corporation.” 

As produced from its premier on June 17, 1922, until Novem- 
ber 10, 1923, the title of defendants’ film remained unaltered, 
without even collateral advertisement, with possibly the solitary 
instance of doubtful existence (S. M. 327, 329, 362) of the Moses 
or Ten Commandments episode, next noted. In a few advertise- 
ments of the particular scenes depicted, principally in those printed 
in Hebrew, for Jewish theatres, there were listed in the class of 
reading matter some of the episodes, including “Moses with the 
rod of God at the rock of Kadesh,” “Moses with the Ten Com- 
mandments” or ““Moses and the Commandments”; and, on slides, 
there was shown on some occasions, the well-known Michael 
Angelo figure of Moses holding the Tablets. These were minor 
incidents of the announcement and had no relation to the title 
proper and were no part thereof. These were not the title, 


but merely descriptive of the picture, as other words associated 


with the title “After Six Days’ were conceded to be by defend- 
ants. (S. M. 377.) 
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Between September and November, 1923, defendants Weiss, 
having been apparently impressed favorably and covetously by 
the plaintiff's success, held conference and decided “that we would 
notify the public that we also had Moses and the Ten Command- 
ments in the original form,’ and to emphasize that fact it was 
decided “to use other methods” and “to use different tactics in 
presenting our picture to the public” and “to advertise a little more 
strongly” ““The feature of Moses and the Ten Commandments.” 
S. M. 404-408.) November 10, 1923, defendants published their 
first advertisement showing a photograph of Moses with the Com- 
mandments, beneath being the words ‘Moses and the Ten Com- 
mandments.” (Exhibit R.) 

December 29, 1923, Defendants’ Exhibit S was published, 
and January 9, 1924, Exhibit 50 appeared. Both these are page 
lisplays giving prominence to the newly-adopted title. The latter 
late was that of the first showing with the new title featured. 

January 11, 1924, plaintiffs served notice (Exhibit 51) warn- 
ng defendants to desist from employing the term “Ten Command- 
ments” in advertising “After Six Days” so as to confuse plaintiff's 
ind defendants’ pictures. 


January 26, 1924, defendants’ advertisement appeared, Ex- 


hibit 49, repeating the objectionable display and on February 16, 
)s 


1924 (Exhibit 52), and March 1, 1924 (Exhibit B-R), like adver- 
tisements in these trade papers were published, and such publica- 
tion continued during March. 

In April, appears Exhibit 57, an advertisement that “After 
Six Days is not “The Ten Commandments.’” The manner of this 
display was such as to do more to promote than to prevent con- 
fusion in the public mind. This misleading disavowal was pub- 
shed repeatedly in April. (Exhibits 30 and 61.) 

A series of advertisements followed in April and May of like 
jaracter, namely, Exhibits H, B-Q, B-P, B-S, and 29. 

Exhibits BN, BJ, E-1, BC-13, BC-16, BC3, BM, BC11, 
BC9, and more particularly 10, 11, 12, 16, 79, AW, 33 and BV, 


idd cumulatively to the evidence of defendants’ campaign on the 





500 FOURTEEN TRADE-MARK REPORTER 


new line of presentation of its goods under the title so deceptivel: 
similar to that of plaintiff's play. 

May 13, 1924, defendants’ distribution agent, Grossman, was 
still using a letterhead bearing the inscription “After Six Days:— 
The Showmen’s Picture featuring Moses and the Ten Command 
ments,’ the latter words being more distinctively displayed. 

This by no means exhausts the recital of defendants’ mult 
plied endeavors to attract the distributors, the exhibitors and publi: 
to their production. ‘The effective results are shown in the testi 
mony of Finlay, and of Schiffman. (S. M. 706-716.) They took 
their cues from defendants and in Goldsboro and Harlem, respect 
ively, employed many advertising artifices to mislead and diver 
the public. So, also with other exhibitors, notably at Pittsburgh 
and at Boston. Deceit was practiced by all with but slightly less 
brazenry than that shown at Goldsboro, North Carolina. In each 
instance, the advertising matter containing the deceptively similar 
title was furnished by defendants, and, with the exception of Golds 
boro either directly or through their agents. 

The deceitfulness of the similarity was admitted by the defend- 
ant Weathers, as to advertising alleged to be the unauthorized 
act of Finlay, but it requires no admission to establish the obvious 
fact so redundantly proven that the title of plaintiff was counter 
feited by defendants. Not only by their simulation of the title. 
but also by their subterfuges in methods of display and their 
chicane in disclaiming identity of the picture advertised as theirs 
with that of plaintiff's production, are the defendants shown guilt) 
of bad faith and fraudulent intent. 

Defendants initially represented their film as educational, even 
semi-sacred; then they presented it secularly, emphasizing featural- 
ly those events that were dramatic or tragic. They sought to 


make it sensational. Obviously, the episode of Moses receiving 
the tables of stone did not impress these defendants as having 
the drawing power warranting its featuring. 

Manifestly, it lacked the imaginative appeal afforded by The 
Deluge, The Destruction of Sodom, or The Crossing of the Red 
Sea. These were the episodes played up in the press book, Exhibit 
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», as affording “Unbelievable Climaxes’’ and ‘Tremendous 
Chrills.” 
When the plaintiff's preliminary advertising had paved the 
iy for the ensuing success of its pictures, the defendants saw 
n the comparatively minor and inconspicuous incident of Moses 
pon Sinai, a golden opportunity. Again defendants retitled their 
lay. The attendant circumstances lead to the conclusion that 
lefendants were alive to the possibility that lay in palming off 
eirs as plaintiff's, if the public could be led to mistake one for 
the other. The almost incidental action of this part of their strip 
yre, numerically, the footage ration of 56 to 9556 (Exhibit 100) 
nd took less than half a minute to show on the screen, as 
imitted by Weiss. (S. M. 758.) 

From its comparative obscurity, it was promoted to the head- 
nes of their photo drama. Its value as a drawing card was not 
ntrinsic. ‘The testimony and exhibits are convincing that it was 
hosen from no motive other than as the means to the end sought,— 
the confusion of the public mind. With the purposeful objective 
‘f reaping the benefit of plaintiff's celebrity and to take advantage 
f the good-will it had capitalized, defendants overstepped the line 
‘f fair dealing and descended from honest rivalry to the roguery of 
raud. ‘Their initial downward step was comparatively timorous, 
ut having taken it, their efforts to divert the patronage belonging 
to plaintiff, acquired momentum: “After Six Days,” waned rapidly 


as the displayed title and “Moses and the Ten Commandments” 


waxed proportionally prominent, and finally all was in eclipse 


save the very words of plaintiff’s title. Such was the June status 
it Goldsboro, and such, as may be anticipated, soon will be the 
iniversal condition unless defendants are enjoined. The foregoing 
recitation of facts presents plaintiff's case. 

The testimony concerning the Goldsboro, North Carolina, 
exhibition of defendants’ picture “After Six Days” was taken by 
deposition; the defendants objected to the admissibility of these 
lepositions. Those objections were overruled. 

Defendant Artclass Pictures Corporation interposed an objec- 


tion to receiving in evidence certain depositions taken in Goldsboro, 
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North Carolina, containing the testimony of the witnesses S. M. 
Weathers, a member of the firm of B. & W. Booking Office, of 
Sheldon, N. C., one of the non-served defendants herein, and 
Kenneth E. Finlay, its Goldsboro exhibitor of defendant’s film. 

These witnesses were called by plaintiff (at the instance of 
defendant, plaintiff asserts) and their depositions were received 
in evidence, subject to defendant’s above-noted objection. 

The defendant contends that these depositions should not be 
admitted in evidence because the acts of Finlay are not binding on 
the defendant Artclass Pictures Corporation. Defendant urges 
that ‘“‘the evidence contained in the depositions would be so pal- 
pably injurious to the defendant's case, if admitted, that its rel- 
evancy should be carefully determined.” 

Defendant Artclass Corporation made a written agreement 
with B. & W. Booking Office dated February 25, 1924. This is in 
evidence as defendant’s Exhibit B for indentification; plaintiff's 
Exhibit 96-d. By this agreement, for the sum of $3,000, the 
Booking Office acquired certain exclusive rights for five years in 
the Carolina States to defendant’s picture, the Artclass Corpora- 
tion being called the lessor and the Booking Office the lessee of 
these rights. By the fourth clause of this self-termed lease: 


“The lessor agrees to furnish to the lessee lithographs, photographs, 
slides and other advertising accessories which may be used by him in 
the exploitation of such motion picture at the usual cost price.” 


The Booking Office in turn contracted with the witness Finlay, 
proprietor of the Opera House at Goldsboro, for the exhibition of 
defendant’s picture on June 16 and 17, 1924. 


The deceptions objected to deal with the manner in which 
this exhibition was advertised. 

While the Artclass Corporation had no direct dealings with 
Finlay, the Artclass Corporation was bound to furnish and did 
furnish, pursuant to the quoted Clause 4, certain advertising ac- 
cessories, and the Booking Office in course supplied the accessories 
thus furnished to Finlay, who displayed same with other advertise- 
ments of his own devising. The Artclass Corporation did not 
reserve control of the advertising it furnished nor assume direction 
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as to its display by the exhibitor. Assuming, but not deciding, 
that there was no agency relation between the Booking Office and 
the Artclass Corporation and none between the exhibitor Finlay 
and either that corporation or the Booking Office, and that his acts 


so far forth as concerns the advertisements caused to be printed by 
him or other display matter originated by him, were not charge- 


able to the defendant corporation, yet there is a relationship such 
as is found in the case of a contributory infringer of a patent as 
to the advertising accessories issued by defendant under its agree- 
ment with the Booking Office and furnished to and used by 
Finlay. 

Defendant corporation earnestly and skilfully argues that 
before any act of Finlay can be connected with it, the relation of 
principal and agent must be shown; that no such relation existed 
ind that therefore these acts are not relevant. The relationship 
of agency is not vital to the liability. The essential connection 
is established by the evidence at large showing the method and 
means adopted by defendant to reach the public with the advertis- 
ing matter challenged as fradulent by plaintiff. The things done 
at Goldsboro are competent evidence of the results of defendant’s 
course of business. When defendant decided to adopt its new 
features of publicity, as testified to by Adolph Weiss, President 
and Treasurer of the defendant corporation, at the close of 1923, 
and resorted to “different tactics” to attract the public, inter alia, 
by featuring the words “Moses and His Ten Commandments,” 
defendant expected results. One of the probable results which it 
had reason to expect was the use of the advertisements furnished 
directly or indirectly to the exhibitors. How these might be used 
and could be used was a matter of its calculation. How they were 
used is material to the case. Defendant corporation sowed the 
seed but seeks to bar the evidence of the fruit it bore. 

If the plaintiff has a proprietary right of exclusive user in 
its film title, that right, of common-law origin, finds analogy in the 
statutory monopoly of a patent right. In both instances, the ques- 
tion of infringement may involve a collateral issue of contributory 


infringement. If the plaintiff have right of sole property in the 
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film title “The Ten Commandments,” the infringement by Finlay 
is conceded by defendant, in the quotation above from its brief 
in support of its objection. Infringement being established, the 
question of liability therefor by those contributory thereto becomes 
an issue. The essential connection is the furnishing of the means 
for violation with knowledge or intent that such means will be 
put to the improper use. The material furnished Finlay emanated 
from defendant corporation. The altered form of title was tempt- 
ingly suggestive of its capacity for misuse. The lead was given 
him. He followed the indicated lead to stress the similarity of 
title. His efforts surpassed defendant corporation’s in his attempt 
“to put his production over.” The difference would be in degree, 
not in kind, of trespass. How far the commission of this trespass 
was induced or participated in by defendant Artclass Corporation, 
if at all, is a germane issue, as to which evidence of his acts would 
be relevant and material. The competency of this testimony is 
not in question. An issue herein is the question of fact whether 
the titles used are or are not similar. It is a fact relevant to this 
issue, if it be shown that the public has been misled into mistaking 
one title for the other. Facts showing or tending to show that, 
in the operation of defendant’s publicity scheme, deception is 
probable, are relevant, because from these facts inferences may 
be drawn as to the existence of similarity, the primary fact at 
issue. How far the probable deception is due to the means direct- 
ly sponsored by defendant and how far to other means not pri- 
marily theirs, but indirectly flowing therefrom as the consequence 
of their acts, is a question to which this evidence, in the light of 
other testimony herein, is relevant. 

The posters, cuts and the oil paintings supplied Finlay were 
issued by the Artclass Corporation and used by him. Among the 
accessories supplied Finlay by the B. & W. Booking Office was 
Plaintiff's Goldsboro Exhibit 20, which was furnished to and 
displayed by Finlay. This contained the legend “Moses and the 
Ten Commandments.” “Someone,” Finlay testifies cut from this the 


words “The Ten Commandments” and used them alone as a paster 
or snipe. Defendant furnished those who contracted for State 
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rights with material for newspaper advertising. Defendant’s Press 
Book, Exhibit 79, is an example of matter so prepared by defend- 


ant with that object and furnished for that purpose. In certain 


of Finlay’s newspaper advertisements apppeared matter so pre- 


pared, e. g., Plaintiff's Goldsboro Exhibits 5 and 6, being two large 
advertisements in the Goldsboro News of June 15 and 17, 1924. 
These advertisements followed the style of defendant’s matter, 
heavily featuring “The Ten Commandments” title and suppressing 
the “After Six Days” title. The defendant corporation’s more 
cautious methods of display did not entirely omit all matter that 
might lend colorable distinction. Defendant's counsel do not deny 
the grossness of Finlay’s infringement, but disfavor it. As to his 
own coarse work, Finlay may alone be responsible; but as to 
matters furnished him from the Artclass Corporation source, there 
is a common culpability, if any. 

“The term ‘infringement’ is usually applied to attempts to imitate 
some feature of a technical trade-mark. It was in use in this sense 
before the law of unfair competition was understood. Now, however, 
it is found equally in unfair competition cases and may be considered 
as a term covering all acts violating rights of others, either under the 
law as to technical trade-marks or that of unfair competition.” 

Nims on Unfair Business Competition, Section 21. 

Infringement sounds in tort, and in torts all participants are 
principals. Thus action lies not only against him who has diverted 
another’s business, but also against him who contributes to such 
diversion. Nims, supra, Sections 22 and 253, McCaleb v. Fox 
Film Corporation, 299 Fed. 48. 

Paul on Trade-Marks and Unfair Competition in Trade, Sec- 
tions 199 and 255. 

“Contributory infringement is intentional aid or cooperation in 
transactions, which collectively constitute complete infringement.” 

Walker on Patents, Section 407, (4th Ed.) as cited in Hildreth 


v. Sparks Co., 99 Fed. 484, in turn cited by Paul, supra, who says: 


“While the mere act of printing and selling labels in imitation of 
those of another may be innocent, and, without evidence of an illicit 
purpose, will not be a violation of such other’s rights, it is otherwise 
where this is done with the obvious purpose of enabling others, by the 
use of the labels, to palm off their goods upon the public as the goods 
of the proprietor of the genuine trade-mark.” 
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Paul, at Section 199 and cases there collated. Thus the law 
may reach both those who practice the deception and those who 
enable others to deceive. 

The infringement of the right being established and such 
infringement having been aided and encouraged by the means 
afforded, the relationship between the actual infringer and the 
contributory infringer is clear. 

Since Millington v. Fox, 3 Myl. & Cr. 338, decided in Eng- 
land in 1838, the rule has been, in trade-mark cases, that intent 
to defraud wes not an essential to the cause of action. 

If the use of the title “Moses and the Ten Commandments” 
by the defendant is an infringement of plaintiff's right, then Art- 
class Corporation is guilty of contributory infringement in sup- 
plying advertising accessories embodying that title. As evidence 
of the availability of the matter furnished by it for improper use, 
and as evidence of the actual use of such matter so furnished to 
create the confusion intended by the defendant to be created, the 
Goldsboro depositions are relevant. 

The testimony of Weathers, that he, as a distributor, thought 
that the advertisements used by Finlay would certainly tend to 
confuse the plaintiff's and defendant’s pictures, is not only com- 
petent but most relevant to the issue. 

In the recent Court of Appeals case of Underhill v. Schenck, 
(April 1, 1924) Judge Cardoza said: 

“One who sells a film with the intention that the buyer shall use it 
in the infringement of a copyrighted drama is himself liable as an 
infringer. (Kalem v. Harper, 222 U. S. 55, 58.) So, also, one who sells 
it with the intention that it shall be used in unfair or disloyal competition, 
becomes himself in that act a participant in the competition that ensues. 
He shares the guilt of the producer whom he has aided and abetted.” 

The objection to the admission of the Goldsboro depositions 
must be overruled. The Court reviewing this cause is entitled to 
this evidence. 

The defendants move to dismiss plaintiff's prima facie case: 

1. Plaintiff has not acquired the exclusive right to the use 
of the name “The Ten Commandments” as a title of a motion 
picture. 
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2. The defendants are not engaged in unfair competition by 
giving prominence to the words “Moses and the Ten Command- 
ments” in connection with their motion picture. 

The argument under Point 1 is that this action will not lie 
because the title in dispute is of a purely descriptive character and 
therefore incapable of exclusive appropriation as a trade-name or 
mark; which title being, therefore, common property, may be used 
by any to describe a play such as plaintiff's or defendant’s; and that 
under these circumstances, plaintiff must show that the defend- 
ants are attempting to appropriate plaintiff's good-will by unfair 
and deceptive methods. 

In brief, defendants’ contention is that this action cannot 
rest on the trade-mark infringement theory and must, consequent- 
ly, be based on the theory of unfair competition, the latter theory 
involving proof of fraudulent intent as an element essential to 
injunctive relief. This being so, defendants next argue there can 
be no injunction because there has been no intentional deceit. 

The law to be applied has grown clearer year by year as 
the scope of the doctrine of unfair competition has become inten- 


sively developed, more broadly recognized and increasingly ap- 


plied. By virtue of the force inhering in this doctrine, equity 


has kept its administration of the law abreast of the complexities 
of business in its modern development. 

The evidence relied upon by defendant as establishing its 
claim of descriptivity of the action of the photoplay by the title 
“The Ten Commandments,” is chiefly the testimony that the title 
came before the play, as the result of a prize contest conducted 
through the Los Angeles Times, and that the play was written 
to exemplify the application of the Decalogue to the Twentieth 
Century’s social and domestic relations, and that the story depicted 
is so suggestive of this theme that the title fits to the exclusion 
of all other titles possible as identifiers of the story portrayed. 
All this argument seems displaced. “Descriptive” relates, in the 
Trade-Mark Statutes, to physical attributes and properties of 
merchandise. No trade-mark is registrable which is “merely de- 
scriptive in nature” of the goods to which it has been applied. 
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To be descriptive in the inhibited sense, the mark must identify 
the goods by their class, grade, style or quality. If the title of 
this play were regarded as a trade-mark for motion picture plays, 
it would not be descriptively obnoxious to the Trade-Mark Law, 
supposing it were registrable, because it does not identify the 
article to which it is applied by the given criteria of descriptivity. 
The title is not even suggestive of the class, grade, style or quality 
of the photoplays dealt in by plaintiff. We are not here dealing 
with a registered trade-mark. We are dealing with the unreg- 
istered title to a motion picture. 

Considering this title in the aspect of a trade-name, and as 
such open to the like objection if descriptive, no warrant in the 
cases cited, or elsewhere, has been found to support the view 
that “descriptive” relates to aught but physical criteria, qualities 
or attributes, of indentification. 

As such, the title in dispute, is fanciful. It is comparable 
to a simile or to a metaphor, containing the element of suggestion, 
it may be, but not of description. 

Whether or not the plaintiff's right of action must be limited, 
as defendants contend, to a technical common-law trade-mark, 
and must as an element of such an action depend on the proof of 
an exclusive right, or whether plaintiff's action, in default of such 
an exclusive right, must be founded on the theory of dishonest 
trading, need not be further considered, since it is found that 
unfair competition has been established by the proofs and that the 
responsibility therefor has been brought to defendants’ door; 
and that this competition bears the plain marks of fraudulent 
intent and practices on the part of defendants. 

Defendants urge that no proof of actual attempts on the 
part of the defendants to palm off their picture as that of the 
plaintiff has been disclosed. It is to be borne in mind that the 
dealers and exhibitors are not those to whom the practiced deceit 


applies, but the public itself. Von Mumm vy. Frash, 56 Fed Rep. 
830; Paul on Trade-Marks, Section 197. 


“There need not be any mala mens towards the first purchaser of 
the imitation article. The simulation may enable him to retail it as 
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the genuine article, but at a lower price, and thus injure the manufac- 
turer and delude the public.” 

So said the Kentucky Court of Appeals in Metcalfe v. Brand, 
86 Kentucky, 331. 

The public to be considered is not, in law, a discriminating 
public. The doctrine of caveat emptor has little, if any, applica- 
tion under the circumstances of a book or play, whose title is the 
sole indicium of the article. Potter v. McPherson, 21 Hun. 559. 
The casual movie spectator chooses his photoplay chiefly by the 
title. Titles of substantial identity can but result in confusion. 
Mistakes are inevitable. Proof of actual mistake by a spectator 
led to view “After Six Days,” believing he was viewing “The 
Ten Commandments,” is not believed to be the requirement indi- 
cated by authorities. The quotation in Section 26, at page 52, 
of Nims on Unfair Competition, cited by defendants’ brief, is 
from Fairbank Co. v. Windsor, 124 Fed. 200, in which Judge 
Lacombe, for the Court of Appeals, used the language quoted. 
If the court is satisfied that there has been an intent to palm 
off, defendant is liable; and that intent may be inferred from the 
facts, as Judge Lacombe there adds. The succeeding sections, 
Nos. 27 and 28 of Mr. Nims’ work, define intent, point out that 
intent may be presumed and show that no actual proof of intent 
is necessary in order to indulge that legal presumption. 

Defendant’s Point I, technically considered, fails because the 
considered authorities agree that an exclusive property right in the 
name, as defendant urges the law requires and as it argues is not 
here the fact, is not absolutely essential. 

In an action for unfair competition it is not necessary that 
the plaintiff should have an absolute and exclusive right to the 
distinguishing marks which he alleges the defendant has wrong- 
fully used. The defendant may be properly enjoined in such 
an action, although undoubtedly entitled to use the name or mark 


in question, provided that he uses it in such a way as not to 


injure the complainant. There need be no exclusive right in 


complainant. Paul on Tarde-Marks, Section 211, p. 381. 
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Nor, under the authorities, was it incumbent on plaintiff to 
offer evidence as to actual attempts to palm off, nor to prove 
instances. 

These authorities controvert defendant’s position as taken 
by its second point. Defendant did not choose another phrase 
from the numerous authoritative synonyms free for use, e 






9+ 
“The Tables of the Covenant,’ the Hebraic 


form: “The Ten Words,” and “The Graven Tablets.” Defend- 
ant used the legend “Featuring Moses and the Ten Command- 
ments,’ and so used this phrase as best to distract the public from 
plaintiff's play and attract it to defendants. 

Under Point II, defendants further say: 


“The Decalogue,’ 









“The principal argument of the defendants in answer to the charge 
of unfair competition in this case is that the statements and representa- 
tions made by the defendants are truthful and that the aid of a court 


of equity may not be invoked for the purpose of enjoining against telling 
the truth.” 





















In the leading English case of Beddaway v. Banham, 65 
Law, J. Q. B., Lord Monaghton said: 


“The learned counsel for the respondents maintained that the ex- 
pression ‘Camel-Hair Belting’ used by Banham was ‘the simple truth.’ 
Their proposition was that ‘where a man is simply telling the truth as 
to the way in which his goods are made, or as to the materials of which 
they are composed, he cannot be held liable for mistakes which the 
public may make.’ That seems to me to be rather begging the question. 
Can it be said that the description ‘Camel-Hair Belting, as used by 
Banham, is the simple truth? I will not call it an abuse of language 
to say so, but certainly it is not altogether a happy expression. The 
whole merit of that description—its one virtue for Banham’s purposes— 
lies in its duplicity. It means two things.... I venture to think that 
a statement which is literally true, but which is intended to convey a 
false impression, has something of a faulty ring about it; it is not 


sterling coin; it has no right to the genuine stamp and impress of 
truth.” 






Abundant authority contradicts the defendants’ argument. 





“Speaking the truth will sometimes furnish a basis for a presump- 
tion of fraud.” 






Nims, supra, Section 36, citing Baker v. Slack, 130 Fed. 
514 (C. C. A.): 


“A court should consider all the defendant’s acts together in forming 


its opinion of his purposes and their results to the plaintiff, and their 
relation to his rights.” 
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Nims, supra, Section 233, quoting Sterling Remedy Co. v. 
Spermine Medical Co., 112 Fed. Rep. 1000 (C. C. A. 7th) holding: 


“The Court should not be nice in limiting the scope of the relief 
granted, because some of the imitations, if practiced singly and without 
fraudulent intent, might not constitute unfair competition.” 


In Fairbank Co. v. Bell Co., 77. Fed. 869, at 870: 


“And such intent may be, and often is, made out, not from direct 
testimony, but as a clear inference from all the circumstances, even when 
defendant protests that his intention was innocent.” 

Since the submission of briefs, the decision by Judge Rogers 
for the Court of Appeals in this Circuit has been reported in the 
case of Coty, Inc. v. Parfums de Grande Luze, at 298 Fed. 865 
[14 T. M. Rep. 185]. This decision is clarifying of the law of 
intent necessary to be shown in cases of unfair competition. 

There is some self-serving testimony by defendants under 
cross-examination defending their plagiarism by attacking plain- 
tiff’s seniority. Like the Atlantic City use, it is vague. The 
chief witness as to this is Adolph Weiss, whose testimony else- 
where (S. M. 385 and 401) tends to leave the Court in doubt as 


to these facts as to which no contemporaneous evidence is proved. 

Much argument has been devoted to the question whether the 
title “The Ten Commandments” has acquired a secondary significa- 
tion such that plaintiff's play is to have the benefit of the theory 
that this title as a name of a particular film play is the exclusive 
property of plaintiff. National Film Theatres v. Foundation Film 
Corporation, 266 Fed. Rep. 209. 


The instant case does not turn upon this issue, nor neces- 
sarily involve this phase of the similarity of titles. If it did, 
the evidence tends to support plaintiff's claim, and the preponder- 
ance of evidence is in its favor. So far as may be found from 
the established facts, the proofs show that the patrons of this 
class of dramaturgy associate the title with plaintiff's product. 
As a designation of screen plays, plaintiff is entitled to its exclusive 
appropriation. However that may be, the decision of this case 
rests rather upon the elements of fraudulent intent and the de- 
ceptive acts overtly committed in giving effect to that intent. 





512 FOURTEEN TRADE-MARK REPORTER 


In the Fourth Edition of Hopkins on “Trade-Marks, Trade- 
Names and Unfair Competition,’ at Sections 87 and 88, the 


author discusses play titles as trade-marks, and the Court may 


quote his statement of the equities with approbation: 


“The principles stated by Judge Wallace in the language which we 
have heretofore quoted in reference to book titles as trade-marks, ‘If 
literary property could be protected upon the theory that the name by 
which it is christened is equivalent to a trade-mark, there would be no 
necessity for copyright laws, applies with equal cogency to the name 
by which a play is designated. But there is this distinction between 
the titles of plays and the titles of books; the former are comprehensive 
of something more than the mere title of the literary composition which 
is produced as a play, while the latter are strictly limited to the literary 
production itself. Practically, in all of the cases involving play titles 
with which the courts of this country have had to do, there was some 
scheme of production involved which represented the business enterprise 
of the manager, as well as the presentation of the ideas of the author. 
The ideas of the author again are not entirely embodied in language 
which reaches the audience in word sung or spoken. The ‘business’ of 
the play is sometimes never reduced to writing, and in the majority of 
cases the production of the brain of a third person, the skilled stage 
manager, is of the very essence of the play, and is at times the determin- 
ing factor which makes the play a success. So, in its last analysis, 
the name of a play is the medium which signifies to the patrons of the 
theatre three things: The literary production of the playright, the artistic 
aid of the stage manager, and the moneyed investment as well as the 
skill in cast selection of the manager. And these three things disregard 
the accompanying investiture of costumes, scenery, and incidental music 
which represent the efforts of the musician, the landscape painter, the 
costumer, and the skilled selector of furniture and other accessories. 
A play title then stands for a kind of personal property which is strictly 
sui generis, the distinguishing mark by which the production is identified 
to the public before and after the first performance. It is manifest that 
a play title also carries with it a specific and unique form of good-will 
to which all of the things which we have enumerated help to contribute. 

“The extent to which courts of equity will protect a play from 
piracy, aside from any question of copyright, is not yet fully determined. 
The cases are few in number, but are sufficient to establish the general 
principle that the broad doctrine of unfair competition in trade which 
we have considered in this book may be invoked wherever deception of 
the public and injury to the complainant will probably result from a 
refusal of the injunction. This fact is more important because of the 
difficulty attendant upon making out a case of copyright infringement 
where the subject matter involved is a dramatic composition. 

“In a case in which ‘L’Aiglon’ was the play involved, and in an 
opinion in which he refers to that name as being a trade-mark for the 
plaintiff's organization, Judge McAdam has said: ‘The question, “What’s 
in a name” has been answered by the courts in many well-considered 
cases, wherein the exclusive right to a name possessed or owned by a 
successful business enterprise has been maintained against imitators and 
wrong-doers who sought, by an unauthorized use, to deceive the public 
and profit by the wrong. While courts have in some instances refused 
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injunctive relief to protect the use of the title where plays were dis- 
similar, and the appropriation a mere coincidence (Frohman y. Miller, 
8 Misc. Rep. 379, 29 N. Y. Supp. 1109), they have uniformly enjoined 
such use where deception of the public and injury to the plaintiff were 
likely to follow a refusal to grant equitable aid (Shook v. Wood, 32 
Leg. Int. 164; Hier v. Abrahams, 83 N. Y. 519). (Frohman vy. Payton, 
68 N. Y. Supp. 849.) In a later case the Supreme Court of Illinois af- 
firmed a decree of injunction in a case where the plaintiff was the pro- 
ducer of the play ‘Sherlock Holmes’ and the defendant subsequently 
produced a play entitled ‘Sherlock Holmes, Detective. In affirming the 
decree of injunction, the Supreme Court based the plaintiff's rights to 
equitable relief upon the ground that the names of the respective plays 
were so similar that the public ‘would be deceived to believe that the 
dream of the appellant company was that which the appellee had been 
producing. The court expressly declined to decide whether or not the 
plaintiff had a trade-mark right or property in the words ‘Sherlock 
Holmes,’ basing the relief upon the general rule as to unfair competition, 
Judge Boggs remarking that ‘2quity provides a remedy to prevent such 
unfair and fraudulent competition among business rivals in any and all 
lines of legitimate trade and business.’ (Hopkins Amusement Co. v. 
Frohman, 202 Ill. 541; 67 N. E. Rep. 391; affirming s. c. 103 Ill. App. 


613.)” 

Plaintiff's title became distinctively known to the trade of 
the film dealers as the appellation of its picture. (S. M. 702, 
703, 716-720.) Defendants pirated it. 

Examples of unconscionable advertising are multiplied in the 
very exhibits introduced by the defendants, apparently as evidence 
supposed to exculpate them from the charge of bad faith. See De- 
fendants’ Exhibits 10, 11, 12 and 16; B-R, BJ, BB, BC-8, BC-9, 
BC-10, BC-11; G, K-1, AW, BV, and 33, (S. M. 314-317, 319, 322 
in which the words of plaintiff's title are displayed with greater 
prominence than the defendants’ title, both being used, and con- 
veying the impression to the casual reader that plaintiff's play 
is showing or to be shown. Like conduct was enjoined in the 
“Madame X” case. (Savage v. Kerker, N. Y. Law Journal, April 
5, 1914.) 

In Wolf Brothers v. Hamilton-Brown Shoe Co., 206 Fed. 
611 [3 T. M. Rep. 415], affirmea 240 U. S. 251 [6 T. M. Rep. 
169], the Court said at page 617: 

“The question is, whether the defendants have, or have not knowingly 


put into the hands of the retail dealer the means of deceiving the 
ultimate purchaser.” 


The defendants have done so. 
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In National Picture Theatre, Inc. v. Foundation Film Corpora- 
tion, 266 Fed. 208 [10 T. M. Rep. 385], the Circuit Court of 
Appeals (Second Circuit) said (page 211): 


“All the requisite elements of recovery are here present; plaintiff 
has a veritable property or business; that the exhibitions of the parties 
compete, in that they appeal to the same people who at the same time 
in the same town incline to visit the ‘movies’ is very plain; the necessary 
consequence of such a colorable imitation of plaintiff's name as is de- 
fendant’s is deception of the public; and, finally, no equity is shown against 
plaintiff's prompt demand. Therefore as matter of law plaintiff was 
entitled to injunction.” 


In the recent decision (April 1, 1924) in the case of Under- 
hill v. Schenck, Judge Cardoza, speaking for the Court of Appeals, 
said: 

“A name which has become descriptive of one play may not be 
attached by a competitor to another, when the duplication will mislead 
the public into the belief that the two performances are alike.” 

In the case of Goldwyn Pictures Corporation v. Goldwyn, 296 
Fed. 391 [14 T. M. Rep. 39], the Circuit Court of Appeals said 
(page 401): 


“Plaintiff also relies upon unfair competition. One who has no 
valid trade-mark may nevertheless complain of another who attempts 
to pass off his own goods as the goods of his rival. Fraud is the basis 
of his complaint in such cases. The court acts to promote honesty and 
fair dealing, and because no one has the right to sell his own goods 
as the goods of another. The court seeks to protect the purchasing public 
from deception and also the property rights of the complainant. It pro- 
tects the owner of a business from a fraudulent invasion of his business 
by somebody else. No person has the right through unfairness, artifice, 
misrepresentation or fraud to injure the business of another.” 


The acts of the defendants cannot be better summarized than 
in the case of Miracle Co. v. Danziger, (New York Law Journal, 
March 8, 1913), where a motion picture under the name of the 
“Miracle” was restrained, because that title had been previously 
appropriated as the name of a motion picture. There, this Court, 


granting the injunction, summarized its reasons for so doing, as 
follows: 


“First: The plaintiffs are the owners and assignees of the play 
which has achieved a great reputation in Europe under the name ‘The 
Miracle.’ 

“Second: The defendants are offering a film of another play under 
the same title founded on the same subject. 
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“Third: The defendant selected his title with knowledge that it 
had clearly been appropriated by the owners of the first play. 

“Fourth: The title is not so descriptive of the subject matter of 
the play that it would naturally be used, except for the desire to obtain 
the benefit of the reputation of the original play. 

“Fifth: This desire is clearly shown by the defendants’ acts in 
offering their films to the public. 

“Sixth: The result of the defendants’ acts is to deceive the public. 

Under the circumstances, it seems to me that the plaintiffs are 
clearly entitled to the injunctive relief demanded.” 

Plaintiff offered no proof that anyone had been misled by the 
similarity in titles. None is required. 

In German-American Button Co. v. Beymsfeld, Inc., 170 A. D. 
416 [6 T. M. Rep. 87], a recent expression of this Court on unfair 
competition, Mr. Justice Scott said (page 421): 


“Nor is it an answer to plaintiff's demand that it has failed to show 
that any person has as yet been deceived by the similarity of names. 
It is the liability to deceplion and consequent injury which justifies the 
issuance of an injunction in a case like the present, and if the Court can 
see that confusion and deception is liable to result from the similarity of 
names, it will not refuse injunctive relief because the damage has not 
already been done. Proof that confusion has already resulted is merely 
evidence of the liability to deception.” 

Defendants’ Press Book, Exhibit 79, at pages 168, 179 and 
184, and Exhibits 30, 57 and 61, typify the flagrant obliquity of 
their view as to fair dealing, notably the last, which should be 
contrasted with Exhibit 45, as showing the transition from the 
original title “After Six Days,’ of 1923, to the ultimate title 
“The Ten Commandments,’ as substituted in April, 1924. 

The tables of testimony with which Moses came down from 
Mount Sinai contained two injunctions pertinent to the present con- 
troversy. The Law-Giver of the Israelites brought us as separate 
precepts of the covenants, the eighth, nineth, and the tenth words, 
which are the commandments of probity. 

Probity is the essence of dealing fairly. 

The defendants’ own testimony convicts them of coveting 
plaintiff's celebrity; and their proven acts convict them of simu- 
lation of its celebrous title in order thereby to steal its trade. 

James Russell Lowell epitomized the equities of fair com- 
petition in his address to the Congressional Committee on Inter- 


national Copyright: 
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“In vain we call old notions fudge 
And bend our conscience to our dealing; 
The Ten Commandments will not budge, 
And stealing will continue stealing.” 

It is the element of turpitude in defendants’ course that 
brings their conduct under the condemnation of a Court of Con- 
science. Those accepted principles of equity which prohibit the 
wrongs variously designated as unfair competition in trade, “Pass- 
ing off” as the English decisions term it, or “Concurrence Deloyale,” 
as the French have it, warrant and require the relief prayed against 
the defendants’ unconscionable conduct. 

The plaintiff's application for an injunction should be granted 
as prayed. 


NaTIONAL Biscuit Company v. J. B. Carr Biscurir Company 
Court of Appeals of the District of Columbia 


December 1, 1924 










Trape-Marks—OpposiT1IoN—ConrusiInc SimiILarttry—‘Etra” anno “UNEEDA” 

For Crackers DeceptTivELy Srmi1iar——AppEAL—REVERSAL. 

The word “Eta,” used as a trade-mark for biscuits and crackers, 
held confusingly similar to the word “Uneeda,” long used by the 
opposer on like goods, as the two final syllables of the respective 
words are alike in sound and the words themselves similar in mean- 


ing; and the decision of the Commissioner dismissing the opposition 
is reversed. 



















Appeal in an opposition proceeding. Reversed. 





William L. Symons, of Washington, D. C. (Charles A. Vilas, 
F. P. Warfield, and E. W. Leavenworth, of New York, 
N. Y., on the brief), for appellant. 

Mason, Fenwick & Lawrence, of Washington, D. C. (Edward 

T. Fenwick, and Charles R. Allen, of Washington, D. C., 


on the brief), for appellee. 


Before Martin, Chief Justice, Ross and Van Orspet, As- 
sociate Justices. 
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Martin, C. J.: On May 17, 1920, the J. B. Carr Biscuit 
Company, now the appellee, filed an application in the Patent 
Office for the registration of the word “Eta” as a trade-mark for 
its biscuits and crackers, claiming that it had continuously used 
the same in the sale of such commodities since July 1, 1911. 

The National Biscuit Company, now the appellant, opposed 
the registration upon the contention that the word “Eta” if used 
as a trade-mark for biscuits and crackers, would be so similar to 
the word “‘Uneeda,” which is the opposer’s prior trade-mark for 
similar goods, that it would cause confusion in the trade, deceive 
purchasers, and inflict great injury upon the opposer. 

The Examiner of Interferences dismissed the opposition, and 
held that the applicant company was entitled to the registration 
of the mark. This decision was affirmed by the Commissioner of 
Patents; hence the present appeal. 

No testimony was taken by either party, but by stipulation 
the following facts were brought upon the record, to wit: That 
the National Biscuit Company is a corporation organized to manu- 
facture, buy, sell, and export biscuits and crackers; that in the 
year 1898 it adopted the word “Uneeda”’ as a trade-mark in 
advertising and selling such articles; that the mark was duly 
registered on December 27, 1898 and the company has continuous- 


ly used it in its biscuit trade since that date; that it has advertised 


its goods under the mark at very great expense, and has built up 


an extensive trade with it, so that now the mark possesses a com- 
mercial value of many millions of dollars, and the good-will of 
the company depends largely upon preventing the mark from 
being imitated. 

In answer to certain interrogatories the applicant company 
stated that it had advertised the mark “Eta” in its biscuit trade, 
and had expended “more than $200,000 for advertising it in 
newspapers, calendars, and lithographic store display cards.” 

Upon the foregoing facts it is our opinion that the words 
“Uneeda” and “Eta” if used as trade-marks for competing articles 
of identical character, are sufficiently similar both in sound and 


meaning to produce confusion in trade, and to deceive purchasers; 


























518 FOURTEEN TRADE-MARK REPORTER 






and that under the circumstances disclosed by the record such 
confusion in this instance would naturally and necessarily result 
in great injury to the opposer. 

The similarity of sound between the two words is obvious. 
The dominating vowel of each is the letter “e’’ and this is pro- 
nounced alike in both words. The final consonant in one word is 
the letter “‘d,” in the other the letter “‘t’’; these have almost sim- 
ilar sound as frequently pronounced. The last letter in each word, 
the vowel “a,” adds substantially to the resemblance. In fact it 
may fairly be said that the word “Eta” differs so slightly in sound 
from the last two syllables of the word “Uneeda” that the ap- 
plicant stands in no better position than if its proposed mark 
consisted simply of the word “eeda.”” In other words, the name 
“Eta” when spoken produces the same sound as the last two 
syllables of the name “Uneeda’”; these syllables, however, are the 
ones which are most distinctly pronounced, the first syllable of 
the word not being accented; and accordingly a word having the 
sound of the last two syllables is practically an echo of the entire 
word as usually spoken. Furthermore, the two words “Uneeda” 
and “Eta” similarly express an appeal to purchasers to buy the 
marked articles for personal consumption, thus adding a similarity 
of meaning to that of sound. 

Moreover, it is rightly argued by the appellant that biscuits 
and crackers are generally put up for the retail trade in small 
packages, costing but little, and are frequently purchased perhaps 
in haste at store counters by persons unable to read, including 
children, servants, foreigners, and uneducated persons, and are 
often ordered over the telephone. These circumstances give em- 
phasis to the fact that a similarity in the sounds of the trade- 
marks of such competing articles would naturally result in con- 
fusion. Under such circumstances an article of great merit, ex- 
tensively advertised and representing a large investment for 
publicity, is likely to be confused in the retail trade with other 
articles to the great loss of the vendors, and to the prejudice of 
the purchasing public. 


In O. & W. Thum Company vy. Dickinson, 46 App. D. C. 806 
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Rep. 283], this court speaking by Mr. Justice Robb 


“When it appears, therefore, as it does here, that a large and pros- 
perous business has been built up by legitimate effort, and that a trade- 
mark has become associated in the mind of the public as pointing to the 
origin of the manufactured product, it is our duty carefully to protect 
the rights of the manufacturer, to the end that the Trade-Mark Act 
shall not become a vehicle of unfair competition. As we have many 
times stated, there is absolutely no excuse, either legally or morally, for 
an even approximate stimulation of a well-known trade-mark appropriated 
to goods of the same descriptive properties. And when it becomes ap- 
parent that such an attempt has been made, the two marks should not 
be examined with a microscope to detect minute differences, but rather 
should be viewed as a whole, as the general public would view them. 
The points of similarity are more important than the points of difference.” 


See also National Biscuit Company v. Baker, 96 Fed. 135; 
Welsbach Light Co. v. Adam, 107 id. 463; Waltke v. Schafer & 
Co., 263 id. 650; Gehl v. Hebe Co., 276 id. 271 [12 T. M. Rep. 
154]; Rampa Co. v. A. Gastun & Co., Inc., 176 id. 577 [12 T. M. 
Rep. 59]. 


rhe decision of the Commissioner of Patents is, accordingly, 
reversed and the opposition is sustained. 


H. R. Mauurnson & Co., Inc. v. THe Murray Trapine Co., Inc. 
In the United States Patent Office 
November 6, 1924 


Trape-MarKs—Svuit ror CANCELLATION—MERCcERIzZED Corton PoONGEE AND 

Sirk anp Mrxep Siitk anp Corron Piece Goons or Same Descript- 

IVE PROPERTIES. 

Mercerized cotton pongee in the piece held to possess the same 
descriptive properties as silk and mixed silk and cotton piece goods. 

Same—SamMe—ConrFvsinG Resemetance—Ipentiry or Sauient Feature 

ApPpEAL—AFFIRMAL. 

Where the mark of both petitioner and registrant consisted es- 
sentially of the representation of a butterfly, modified only in the 
latter’s mark by the addition of certain descriptive wording, the 
cancellation of the later registration was rightly ordered, and the 
examiner’s decision was affirmed. 


Appeal from the Examiner of Interferences in a cancellation 
suit. Affirmed. 
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Briesen & Schrenk, of New York City, for H. R. Mallinson & 
Co., Ine. 
Joseph L. Levy, of New York City, for The Murray Trading 


Co,,. inc. 





Kinnan, F. A. C.: The registrant, The Murray Trading Co., 
Inc., has appealed from the decision of the Examiner of Interfer- 
ences granting the petition of H. R. Mallinson & Co., Inc., brought 
under the provisions of Section 13 of the Trade-Mark Act of 
February 20, 1905, for cancellation of the trade-mark of the 
registrant. The registration is for a trade-mark for “mercerized 
cotton pongee in the piece.” The registrant's mark is made up of 
the representation of a butterfly with the widely spread wings, 
above which appear the words “Sil-Kee Pongee” and below the 
representation, the registrant’s corporate name, and still below 
this the initial letters of the corporation, all placed upon a repre- 
sentation of a panel. The petitioner has registered a representa- 
tion of a butterfly with widely extended wings as a mark for silk 
and mixed silk and cotton piece goods, as shown by registrations 
No. 78,890, July 19, 1910; No. 109,838, April 18, 1916, and No. 
162,820, December 26, 1922. 

Petitioner has taken testimony while the registrant has not. 
The latter, therefore, is restricted to March 38, 1923, the date 
on which it filed its application for the registration sought to be 
cancelled. The testimony on behalf of petitioner establishes that 
it is a large manufacturing and distributing firm and has used 
its mark very extensively for a period beginning many years 
prior to the respondent’s date of adoption and use. These matters 
are not in dispute. 

The goods upon which petitioner uses its mark must be 
held to belong to substantially the same class as that upon which 
respondent has used its mark. It has been quite uniformly held 
these kinds of goods possess similar descriptive properties. In 
the case of ex parte Cumner-Jones, 120 Ms. D. 38 [6 T. M. Rep. 
446], silk piece goods and cotton piece goods were held as belong- 
ing to the same class within the meaning of the Trade-Mark Act. 
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Substantially the same conclusion was reached in the case of Jack- 
son Company v. Rogers & Thompson, 174 O. G. 1025 [2 T. M. 
Rep. 92]; ex parte Rosenthal Brothers, 181 O. G. 541 [2 T. M. 
Rep. 284], and ex parte William R. Moore Dry Goods Company, 
197 O. G. 780 [4 T. M. Rep. 80]. 

Regarding the matter of the similarity of the marks, it is 
noted the butterfly constitutes substantially the entire mark of 
petitioner, while respondent has incorporated this representation 
of the butterfly into its mark along with the wording and the 
panel. It would seem the butterfly is clearly the most distinctive 
feature of respondent’s composite mark, the one which, being 
fanciful and striking in character, would be most quickly noticed 
and remembered by purchasers. While it is probably true that 
the marks placed side by side would be readily distinguished, 
yet goods are not purchased in this way. Customers rely upon their 
memories and are not given to much reflection or pondering in 
reaching a conclusion that a given mark is or is not the one for 
which they are looking. It is believed the respondent’s goods 
would become known, as are those of petitioner, as butterfly goods 
and that, therefore, the case falls within the doctrine set forth 
by the Court of Appeals, D. C., in the case of Canterbury Candy 
Makers v. Brecht Candy Co., 320 O. G. 3, — App. D. C. [14 
T. M. Rep. 128], and that of The Coca-Cola Co. v. Chero-Cola Co., 
288 O. G. 432, 51 App. D. C. 207 [10 T. M. Rep. 94]. If the 
foregoing is correct, then respondent may be said to have incor- 
porated petitioner's mark into its own in violation of the doctrine 
announced in the case of Carmel Wine Company v. California 
Winery, 174 O. G. 586, 38 App. D. C. 1 [2 T. M. Rep. 33]. 

Respondent has invited attention to a number of registrations 
prior to the alleged date of use of petitioner of the latter’s mark 
and has sought, by these registrations, to show that the butterfly 
as a trade-mark has become publici juris. It is believed, after a 
review of these registrations, that respondent has not established 
its contention. Many of these marks do not show representations 


of butterflies and those that do have not been shown to have been 
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in use immediately preceding the date of adoption and use by 
petitioner. 

The conclusions of the examiner of interferences that peti- 
tioner has established probable damages, that the petition should 
be sustained and the respondent’s registration cancelled, are be- 
lieved to be sound. The decision of the examiner is affirmed and it 
is directed the registration of the respondent be cancelled. 


BernuHArRD Uxtmann Co., Inc. v. James Lees & Sons CoMPANY 
In the United States Patent Office 
November 4, 1924 


Trapve-Marks-——Suir ror CaNnceLtLation—Grape Mark a_ Trapve-Mark 
Wuen Ir Snows Ortctin—ProsasteE Conrustion—Appreat—Ar- 
FIRMAL. 

Where both parties used the word “Ladyfair” as a trade-mark 
for yarns, registrant’s use dating from 1921 and petitioner’s from 
1915, the contention that the latter’s use was that of a grade mark 
rather than a trade-mark held unfounded, on proof that it indicated 
to the trade concerned both grade and origin, and that confusion 
would probably result from a concurrent use of the two marks. 


Appeal from the Examiner of Interferences in a cancellation 
proceeding. Affirmed. 


Briesen & Schrenk, of New York City, for Bernhard Ulmann 
Co., Ine. 

Calver & Calver, of Washington, D. C., for James Lees & 
Sons Company. 


Kinnan, F. A. C.: The registrant, James Lees & Sons 
Company, has appealed from the decision of the Examiner of 
Interferences granting the petition of Bernhard Ulmann Co., Inc., 
for cancellation of the registration of the mark “Ladyfair”’ used 
on worsted, woolen, silk, and silk and wool mixed yarns. Cancel- 


lation proceedings are brought under Section 13 of the Trade-Mark 
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Act of 1905, the petitioner deeming himself injured by the regis-: 
tration of the respondent's mark. 

The registrant has established use of the mark as early as 
1921, while petitioner has established use of the same mark on 
goods of the same class as early as 1915. There is no serious dis- 
pute as to the fact that petitioner was the first to use the mark. 
But the contention of the respondent is that such use was not a 
trade-mark use, but only a use to indicate grade. 

There is submitted in evidence on behalf of respondent, ex- 
hibits showing that petitioner has for many years placed on the 
market a considerable number of different grades or styles of yarns, 
substantially all of which carry the general trade-mark or house 
mark Bear Brand, and on these various grades different words are 
employed as grade marks. Some of these grade marks are Rococo, 
Pompodour, Persian Lamb, and many others including the word 
Ladyfair. It is fully shown, therefore, that petitioner has used 
the word Ladyfair as a grade mark. While it has been repeatedly 
held that use as a trade-mark is not necessary in order to show 
damage, Atlas Underwear Company v. B. V. D. Company, 261 
O. G. 801, 48 Appeals, D. C. 425 [9 T. M. Rep. 222], yet as was 


held in the T'ouraine Company v. F. B. Washburn & Company, 
309 O. G. 676, 52 Appeals, D. C. 356 [13 T. M. Rep. 131], 


decision “the mere use of a word as a trade-mark does not prove 


likelihood of damage to one who uses the mark in another capacity, 
for instance, as a grade indicator.” If, therefore, petitioner's use 
of the mark did not extend beyond the mere indication of grade 
it has failed to show such probable damage as would warrant 
cancellation of respondent’s mark. 

Respondent relies upon the above noted decision in the 
Touraine Company case, and draws an interesting and effective 
parallel between this case and the one at bar. In the adjudicated 
case the Touraine Company used its general trade-mark on the 
package of chocolates along with the word Touraine so that, as 
noted by the Court, if Touraine was used as a technical trade- 
mark then there were two such marks on the package. That the 
Court did not intend to hinge its decision upon this fact, is shown 
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by very numerous adjudicated cases, in which that same situation 
appears. Capewell Horse Nail Co. v. Mooney, 167 F. 575; U. S. 
Lace & Braid Mfg. Co. v. Barthels Mfg. Co., 221 F. 456 [5 T. M. 
Rep. 301]; President Suspender Co. v. MacWilliam, C. C. App. D. 
C. 238 F. 159 [7 T. M. Rep. 103]. In this connection reference 
has been made in petitioner’s brief, and exhibits have been filed 
to support the reference, to the practice of the Loose-Wiles Biscuit 
Company, of using upon its products a general trade-mark con- 
sisting of the mark “Sunshine Biscuits” and in addition, upon its 
various grades the combined grade and trade-marks ““Tak-Hom-a’’ 
and “Yum Yums,” and also the National Biscuit Company using 
the general trade-mark known as the “inner seal,’ and also the 
combination grade and trade-marks “Uneeda” and “Zu Zu.” 
The foregoing established, clear enough, that the conclusions 
reached in the Touraine-Washburn case did not depend upon this 
mere fact that a general and a grade mark appeared upon the 
same package. The witnesses, in that adjudicated case, testified 
that opposer had never used the mark sought to be registered in 
any other way than as a grade mark. This fact was deemed 
clearly established by the Court. Also the evidence in that case 
showed that the opposer had used this grade mark for a long 
period of years during which the applicant used the same mark 
on its goods with the knowledge of and without opposition from 
the opposer. In fact, the latter had dealt in the products of the 
applicant. The word “Touraine’ was not used alone, but also in 
connection with the words “Chocolate Mixture.”” The opposer had 
never represented the mark as a trade-mark to its customers. 
The witnesses testifying on behalf of petitioner, especially 
Teitelbaum, Burgess, Brennan and Scheinman, clearly establish 
that the trade understand the mark to indicate origin; that 
dealers use it and customers use it for such purpose. Exclusive 
use, prior to the entrance of respondent into the field, is shown 
by petitioner, and the reliance of the latter upon the word to 
indicate both grade and origin is also fully shown by the testi- 
mony. While the opinion of witnesses, called on behalf of peti- 


tioner, that confusion would be probable is not conclusive, yet 
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— 


their testimony as to customers’ use of the mark on goods in the 


retail store may be said to be fairly persuasive, that confusion 
would result if both marks were used in trade in the same localities. 
It is believed that the conclusions of the Examiner of Interferences 
that probable damage has been shown and that the respondent’s 
mark should be cancelled are sound. 

The decision of the Examiner of Interferences is affirmed, and 
it is directed the mark be cancelled. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Publici Juris 


Fennine, A. C.: Held that the Yellow Cab Company was 
not entitled to register for automobile taxicabs, a mark described 
by the applicant as follows: 


“The trade-mark involved in this proceeding is an emblem, con- 
sisting of a panel having the appearance of a plurality of parallel slats 
arranged within a border which resembles a frame so that the entire 
emblem has the appearance of a shutter panel, but in fact is an embossed 
representation, not made of slats, and is solid with no ventilating slits as 
in the conventional] shutter that it appears to represent.” 


The ground of the decision is that the so-called trade-mark is 
a mere conventional ornament conventionally placed, such as had 
been commonly used by carriage and automobile manufacturers and 
which the Checker Cab Manufacturing Corporation, of Kalamazoo, 
Michigan, was using to ornament its vehicles. 

In his decision the Assistant Commissioner said: 


“Tt has been common practice in automobile bodies of the closed 
type to provide a window in the upper portion of the body on each side 
to the rear of the doors. This practice was common with the bodies of 
carriages of various types before the advent of the automobile. In both 
types of vehicles it has been common for upwards of a century, at least, 
at times to provide a window smaller in dimensions than the space of the 
vehicle body provided. Such procedure might leave a blank space in the 
vehicle body to the rear of the window. It was common to apply an 
ornament or embellishment to this part of the vehicle body. One of the 
commonest and best-known ornaments employed by the carriage builder 
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for many years has been the representation of the slats of a blind or 
shutter for a window. Sometimes actual slats were set into the body, 
sometimes a representation of them was painted upon the vehicle body. 
The effect produced by such arrangement was to make it appear that 
there were two windows in the rear portion of the vehicle body, one 
of them being closed by the shutter.” 


* * * * * 


“Beyond doubt a trade-mark may be ornamental. It may add to 
the beauty of a device and still be a trade-mark. On the other hand, 
the purpose of a trade-mark is not primarily ornamental.” 

7 * 7 * = 


oor 


To the casual observer or to one conversant with automobile bodies, 
it seems to be a conventional ornament conventionally placed. As such 
any body builder is entitled to use it. To give exclusive use of it to 
applicant would be a perversion of the trade-mark laws.” 


*Checker Cab Manufacturing Corporation v. Yellow Cab Manufac- 
turing Co., 146 M. D. 229, Sept. 24, 1924. 





BIND YOUR REPORTERS EACH MONTH WITH 


“THE BOLLING BINDER” 
We recommend this Binder to our Subscribers for the follow- 
ing reasons: 
1.—Copies can be inserted or removed easily—no punching, or 
annoying fasteners. 
2.—It is convenient, both in operation and use—flexible rods slip 
into metal ends, thus making issues lie flat when opened. 
3.—Ideal as a temporary binder, each issue being added when re- 
ceived, until the yearly volume is ready for permanent binding. 
4.—Substantially bound in durable, artificial leather, with gold 
stamp on back. 
Once used, it will be found indispensable. 
For a limited time, we can fill orders from our Subscribers at 
the Special Price of $1.00, postpaid. 
THE UNITED STATES TRADE-MARK ASSOCIATION 
34 Nassau Street New York City 











SPECIAL NOTICE 


On account of the gradual depletion of our stock of 
back numbers of the TRADE-MARK REPORTER, we 
are obliged to announce a slight increase. for both bound 
volumes and loose issues, as follows: 


Price 

Current issues (less than one year old)....$ .50 
Bound volumes (less than one year old) 

tm Beown CO six clickoescteckcee $5.00 

In Brown Buckram .............02- $5.50 


For all other issues and bound volumes, add to the 
above prices five (5) per cent. for each year since the year 
of publication, current year included; except that where 
full sets are ordered at one time, the price per volume will 
be as quoted above. 


The exchange prices for loose issues in good condi- 
tion will remain as at present, namely: 


Brown Cloth 
Browll -PeeeRi sy 35k ios ve Bs od ees $2.75 


Transportation charges in each case to be paid by the 
purchaser. 


THE UNITED STATES TRADE-MARK ASSN., 
84 Nassau Street, 
New York. 








